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DETAILED ACTION 

Receipt of applicants' remarks submitted October 3, 2005 is acknowledged. 

Claim Rejections 35 US.C 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-6, and 8-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schulz Jr. et al. (US 5,654,362) in view of Drechsler et al. (US 6,071,503) and in further view of 
applicants' admission and Fowler et al. (US 5,534,265). 

Schulz Jr. et al. teach the silicone elastomer powders herein employed. The elastomer 
powder are made by crosslinking silicone-containing precursors (see col. 2, lines 1-59). The 
silicone oils include polymethylsiloxane, also known as dimethicone (see col. 4, lines 28-45). 
Common ingredients to be used with the elastomers of Schulz include propylene glycol (see col. 
5, lines 1-5). Glycol functional siloxane fluids are taught as useful with the elastomeric 
compositions, (see col. 4, lines 45-55). Schulz Jr. et al. teach that the compositions are useful for 
various personal and facial cleansers and that they function as color cosmetic removers (see col. 
7, lines 41-60). Additionally, Schulz Jr. et al. teach that the compositions are useful as delivery 
systems for oil and water-soluble substances such as vitamins. Table I includes an emollient (see 
col. 6, hnes 44-67). Further, Schulz Jr. et al. teach composition comprising the elastomers as 
powder (see column 2, lines 11-21, examples III, col. 7, lines 34-60 and claim 12). The elastomer 
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as cosmetic ingredient provides a variety of benefit to cosmetic composition. See, particularly, 
cols 7-8. 

Schulz Jr. et al. do not teach expressly method of makeup removal that specifically 
includes transfer resistant makeup as well as composition that include a substrate as a tissue. 

However, Drechsler et al. teach transfer resistant cosmetic compositions. The 
compositions of Drechsler contain a silicone gum or resin base (see the examples 1 and 2, col. 
15, line 20 through col. 16, line 30). Drechsler et al. teach that the compositions may be removed 
by applying petrolatum or a dimethicone-based cosmetic remover to the skin or lips and rubbing 
the area gently with a tissue (see col. 15, lines 15-18). 

It would have been prima facie obvious to one of ordinary skill in the art, at the time the 
claimed invention was made to incorporate the silicone elastomer disclosed by Schulz into a 
petrolatum or dimethicone-based cosmetic remover in order to benefit from the removal of 
transfer resistant makeup as taught by Drechsler. As to the particular amounts the elastomer 
herein or the viscosity herein claimed, note the optimization of a result effective parameter, e.g., 
the optimal amounts of a cosmetic ingredient or the viscosity of a cosmetic composition, is 
considered within the skill of the artisan. See, In re Boesch and Slanev (CCPA) 204 USPQ 215. 
Further, the employments of old and well-known cosmetic ingredients, such as propylene glycol, 
polypropylene glycol, or dimethicone copolyol in a personal cleansing composition deems 
obvious. Applicants admit in the specification that the dimethicone copolyol herein employed is 
known in the art see page 17, herein. Fowler et al. also disclosed that examples using propylene 
glycol and dimethicone copolyol in personal cleansing composition. See. Particularly examples 2 
and 8. As to the Umitation "non-spherical" it is noted that Schulz Jr. et al. do not particularly 
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require the powder to be spherical. The use of non-spherical would be within the purview of a 
skilled artisan possessing Schulz's teaching. 

Response to the Arguments 
Applicants' remarks submitted October 3, 2005 have been fully considered, but are not 
persuasive. 

3. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and/n re Jones, 958 R2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). In this case, the teaching, suggestion and motivation are found in the cited references and 
in the knowledge generally available to one of ordinary skill in the art. Particularly, Shulz teach 
the silicon elastomer gel herein and its usefulness as cosmetic cleansing agent, particularly for 
removing color cosmetics. Drechsler et al. teach transfer resistant cosmetic compositions may be 
removed by applying a dimethicone-based cosmetic remover to the skin or lips and rubbing the 
area gently with a tissue. Therefore, it would have been obvious to one of ordinary skill in the art 
to employ the elastomer disclosed by Schulz for removing transition resistant cosmetics. 

4. Applicants further contend that the cited references do not teach each and every 
limitation recited in the claims. The examiner disagrees. 

5. As to the particular solvent, it is noted the preferred solvent herein is cyclodimethicone 
(D4 or D5) (see page 10, Unes 3-4 in the specification). Schulz particularly preferred D4 
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cyclodimethicone as the swollen agent. See, particularly, example I in column 6, wherein the 
elastomer was prepared with octamethylcyclotetrasilicone (cyclodimethicone D4) as solvent, 
with a ratio of elastomer to solvent 1:6, The obtained solid gel was further swollen with 
cyclodimethicone. Drechsler et al. particularly teach that dimethicone based remover would be 
useful for removing transfer resistant cosmetics. Therefore, one of ordinary skill in the art would 
have been motivated to either use the silicone elastomer gel disclosed by Schulz et al., which 
contains substantial amount of cyclodimethicone, or if necessary, incorporate further amount of 
cyclodimethicone with the elastomer solid for the removal of transfer resistant cosmetics. 
Regarding the limitation "non-spherical" it is noted that appUcant did dispute that the elastomer 
particles disclosed by Schulz may be actually non-spherical. Apphcants merely argue that Schulz 
do not particularly require the elastomer particle be non-spherical. The examiner contend that 
using non-spherical particles would have been an obvious option since Schulz et al do not have 
particularly requirement for the shape of the particles, and the particles can only be either 
spherical or non-spherical 

6. TfflS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time 
poHcy as set forth in 37 CFR 1 , 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang whose telephone number is (571) 272-0632. The 
examiner can normally be reached on Monday to Friday from 7:00 am to 3:30 pnL 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, can be reached on (571) 272-0629. The fax phone number for 
the organization where this appHcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published apphcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Art Unit 1617 



